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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
afler SIX (6) MONTHS from the mailing date of this communication. 

• [f the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply vAW, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1704(b). 

Status 

1)13 Responsive to communication(s) filed on 17 September 2004 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fornial matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) ii24 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) (3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) CD Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) dl Notice of Informal Patent Application {PTO-152) 

Paper No(s)/Mail Date . 6) C] Other: . 



U.S. Patent and Trademarit Office 

PTOL.326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050109 



Application/Control Number: 09/902,579 
Art Unit: 2122 



Page 2 



DETAILED ACTION 

1. This action is rcsponsive to the amendment dated September 17, 2004. 

2. Qaims 1-24 arc pending. 

Response to Amendment 

3. Per Applicants' request, claims 1-11 have been amended and new claims 12-24 
have been added. 



Response to Arguments 

4. Rejection of claims 1-11 under 35 U.S.C. § 101 : 

Applicant's arguments have been fuUy considered but they are persuasive. See 
Examiner's response in ^ 8. 

5. Rejection of claims 1-11 under 35 U.S.C. § 102(b) : 

Applicant's arguments have been considered but arc moot in view of the new 
giiound(s) of rejection. 

Claim Objection 

6. Qaims 5 and 6 objected to because of the following informalities: claim 6 is a 
duplicate of claim 5. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. § 101 reads as foUows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this tide. 
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8. The invention as disclosed in claims 1-11, 14 and 16-24 are directed to non- 
statutory subject matter. 

The Office's interpretation of these claims is that they do not expressly require 
performance of any steps by a machine, such as a general- purpose digital computer. 
Stmcture will not be read into the claims for the purposes of the statutory subject 
matter analysis although the steps might be capable of being performed by a general- 
purpose digital computer. 

Statutory subject matter requires two things: 1) it must be in the technological 
arts; and if it is, 2) it must not fall within the one of the exceptions for 'laws of nature, 
physical phenomena and abstract ideas." Under the most recent Federal Circuit cases, 
transformation of data by a machine (e.g., a computer) is statutory subject matter 
provided the claims recite a "practical application, i.e., a useful, concrete and tangible 
result." State Street Bank & Tmst Co.v. Signature Fin. Group, Inc. 149 F.3d 1368, 
1373, 47 USPQ2d 1596, 1600-01 (Fed. Qr. 1998). The claims in this instance, do not 
expressly require performance by a computer. 

There seem to be three possible tests for statutory subject matter of non- 
machine-implemented process claims: 1) the definition of a "process" under 35 U.S.C. 
§ 101 as requiring a physical transformation of physical subject matter, tangible or 
intangible, to a different state or thing; 2) the "abstract idea" exception; and/or 3) the 
test of whether the claim recites a "practical application, i.e., a useful, concrete and 
tangible result" under State Street, which was stated in the context of transformation 
of data by a machine or a machine- implemented process, adapted somehow for a 
non-machine-implemented method. 

The Office holds that claims 1-11, 14 and 16-24 are directed to non-statutory 
subject matter under item 3). 
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The State Street test requires that subject matter be "useful" and "concrete" 
and "tangible," While the claimed subject matter may be useful (as asserted by 
Applicant) because it has some utility to society, this is not enough. The Office holds 
that claims 1-11, 14 and 16-24 are directed to non-statutory subject matter because 
they do not recite a "practical application" or produce a "concrete and tangible 
result" under State Street. Specifically in this instance, "using first information model 
to generate praduct-specific information model" may satisfy the requirement of 
transforming data to a different state or thing, however, "storing the product-specific 
infomiation model in a database" does not make the instant application produce a 
"concrete and tangible result" because a database by itself is a computer program per 
se. 

Claim Rejections - 35 US.C. § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C 
§102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in 

(1) an application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, 

except that an intemational application filed under the treaty defined in section 351(a) shall 
have the effects for the purposes of this svibsection of an application filed in the United 
States only if the intemational application designated the United States and was published 
under Article 21(2) of such treaty in the English language; 

10. Qaims 1-2 and 7-24 are rejected under 35 U.S.C. § 102(e) as being anticipated 
by U.S. Patent Application Publication No. 2004/0167764 Al byWohl et al. 
CWohl"). 
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Claim 1 

Wohl discloses at least a method comprising: 

imjf)^oratmgd^m (f aplurdity (fsuhioinp^ (f an aiErcdl system to 
^mute ajmt irformtti^ (ho^tion lar^m^ {set at least 

Figure 3, item 340; Figure 6B, step 610; and related discussion in the 
specification); 

stormg the first irfonmtim mxM in a first database (see at least Figure 6B, step 
622 and related discussion in the specification); 

using the first irfomntim modd to ^nemte one or nure pmhx-spedfic irforrncttkn 
mxMs byselectmgorEorrnoj^firstparanEters {see at least Figure 3, item 310; Figure 
6B, steps 612-620 and related discussion in the specification); and 

storingthe OTE or nvreproduct-spedfic irfornvtkn modds in a seoord database (see 
at least Figure 6B, step 622 and related discussion in the specification). 

Claim 2 

The rejection of base claim 1 is incorporated. Wohl further discloses 

mirigtheor^orrrvrepixxhiil-spedfi^ to ^r^rate one or rrore 

prqect'Spedfic irfonmtion modds selecting ote or more seoond parameters (see at least 

Figure 3, item 310; Figure 6B, steps 612-620 and related discussion in the 

specification); and 

storingthe or£ or rrurepi^ea-spe^^ in a third database {see at 

least Figure 6B, step 622 and related discussion in the specification). 



Claim 7 
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Qaim 7 recites the same features of claim 1, except that the first information 
model is being used to generate product profiles or comparison of product profiles 
instead of being used to generate product-specific information models. Product 
profiles or comparison of product profiles are indeed product-specific information* 
Since the information being used is from the same first information model and the 
generating step being implemented is the same generating step of claim 1, claim 7 is 
considered to merely recite an obvious variation of claim 1. Therefore, the same 
rejection is applied. 

Claim 8 

The rejection of base claim 7 is incorporated. Since claim 8 recites the same 
features of claims 7 and 2, the same rejections are applied. A fourth database is 
merely another database with the same stmcture of the first, second or third database 
or merely another section among the other sections (e.g., first, second, or third 
database) of the same main database. The recitation of the modifier "first," "second," 
"third," "fourth" or "fifth" will not be considered to help distinguish the databases 
among themselves. 

Claim 9 

The rejection of base claim 7 is incorporated. Since claim 9 recites the same 
features of claims 1, 2 and 8, the same rejections are thus applied. 

Claim 10 

Since claim 10 recites an information-processing system that implements the 
same method of claim 1, the same rejection is applied. 
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Claim 11 

Since claim 11 iiecites a software product tangibly embodied on a computer- 
readable medium that is used to implement the same method of claim 1, the same 
rejection is applied. 

Claim 12 

Since claim 12 recites an inf omnation-processing system that implements the 
same method of claim 7, the same rejection is applied. 

Claim D 

Since claim 13 recites a software product tangibly embodied on a computer- 
readable medium that is used to implement the same method of claim 7, the same 
rejection is applied. 

Claims 14, 15, 16, 17 and 18 

See rationale discussed in conjunction with the rejection of claim 8. 
Claims 19 and 22 

Rejections of base claims 1 and 7 are incorporated. Wohl further discloses 
si^idinga sy)tacti^ inthec^hiitions cfthe 

stSampcmts {see at least section [0008]). 

Claims 20 and 23 

Rejections of base claims 1 and 7 are incorporated. Wohl further discloses 
zfcj^^^^^^^^^'^a^/^ 'dmatktistonet4?7yissdmllt^ exists betmmthec^mti^ 
subcorrponents (see at least section [0008). 
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Gaims 21 and 24 

Rejections of base claims 1 and 7 arc incorporated. Wohl further discloses 
spedfiottimam^ exists (see at least section [0008), 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of the 35 U.S.C 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set fordi in section 102 of this title, if the differences between the subjea matter 
sought to be patented and the prior art are such that the subjea matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in 
the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Qaims 3-6 arc rejected under 35 U.S.C 103(a) as being unpatentable over 
Wohl in view of CQTT, Recommendation X.722, Information Technology- Open 
Systems Interconnection - Structure of Management Information: Guidelines for the 
Definition of Managed Objects, 1992, 

Claim 3 

The rcjection of base claim 1 is incorporated. Wohl does not specifically 
disclose vhei^thecrecrmyreprtj^^ 

(hcriptim lar^gB d^erent from the first descriptim kn^^. However, CQTT provides 
guidelines for open systems interconnections (see at least section 1) for the purpose of 
encouraging consistency between models coded in differcnt description language. It 
would have been obvious to a person having ordinary skill in the art at the time the 
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invention was made to use CQTT guidelines in Wohl as this would facilitate the 
exchange of infomiation coded using Wohl model with those coded using another 
model. 

Qaim 4 

The rejection of base claim 1 is incorporated. Wohl does not specifically 

dermits (fa omTmmttions netmurk. Piowever, CQTT provides Recommendation 
X.722 for Data Communication Networks for the purpose of encouraging 
consistency between models coded in different description language. It would have 
been obvious to a person having ordinary skiU in the art at the time the invention was 
made to use CQTT guidelines in Wohl as this would facilitate the exchange of 
information coded using Wohl model with those coded using another model. 

Claims 

The rejection of base claim 1 is incorporated. Wohl does not specifically 
disclose ming the cm or rmrEprqe^-speajk vformttim wodds to ^nerate om or rrarescfbmre 
oorrpor^nts fororEor rrwe rmmrk derrEnts cfa amrmncation rmjujrk. However, CQTT (see 
at least sections 8.3, 8.4 and 8.5) provides Recommendation X.722 for Data 
Communication Networks for the purpose of encouraging consistency between 
models coded in different description language. It would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to use 
CQTT guidelines in Wohl as this would facilitate the exchange of information coded 
using Wohl model with those coded using another model. 
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Claim 6 

The rejection of base claim 1 is incorporated. Since claim 6 is a duplicate of 
claim 5, the rejection of claim 5 is thias applied. 

Conclusion 

13. Applicants' amendment necessitated the new ground(s) of rejection presented 
in this Office action. Accoixlingly, THIS ACTION IS MADE FINAL. See MPEP § 
706.07(a). Applicants are reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS from the mailing date of this final action and the 
advisory action is not mailed until after the end of the TPiREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday- 
Friday, 6:45 to 16:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner^s supervisor, Tuan Dam can be reached at (571) 272-3695. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system Status information for 
published applications maybe obtained from either Private PAIR or Public PAIK 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 




ANTONY NQimSN-eA 
PRIMARY EXAMINS) 

Art Unit 2122 
January 9, 2005 



